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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

!)□ Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) [3 Claim(s) 1-20 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) S Claim(s) 1-20 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) S The drawing(s) filed on 02 November 2001 is/are: a)S accepted or b)D objected to by the Examiner. * 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 1 1 9 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) K Notice of References Cited (PTO-892) 

2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 

Paper No(s)/Mail Date . 



4) Q Interview Summary (PTO-413) 

Paper No(s)/MaiI Date. . 

5) O Notice of Informal Patent Application (PTO-152) 

6) □ Other: . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 1-04) 



Office Action Summary 



Part of Paper No./Mail Date 20050502 



Application/Control Number: 10/001,477 
Art Unit: 2123 



Page 2 



DETAILED ACTION 

Claims 1-20 have been presented for examination. Claims 1-20 have been 
rejected. 

Priority 

1. This Application contains a claim for the benefit of priority to U.S. 
Provisional Application No. 60/243,708 filed 26 October 2000. The provisional 
application has been reviewed and priority is denied , because the provisional 
application does not appear to enable the claimed invention as required under 35 
U.S.C. Section 112, first paragraph. See 35 U.S.C. § 119(e)(1). 

For example, the provisional application contains a set of 'powerpoint- 
style' drawings and datasheets describing desired features for a microcontroller 
or a 'system-on-chip,' but this material does not appear to contain either the text 
description or the drawings found in the Application. In particular, no part of the 
provisional application appears to disclose the method steps shown in the 
Application at Fig. 7. 

Double Patenting 

2. Claims 1, 7, and 14 are provisionally rejected under the judicially created 
doctrine of obviousness-type double patenting as being unpatentable over claim 
13 of copending Application No. 09/975,338. Although the conflicting claims are 
not identical, they are not patentably distinct from each other because where the 
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limitations of claim 13 of the copending application only differ semantically from 
the independent claims 1, 7, and 14 of the instant application. Where claims 
from copending applications cover the same subject matter but are claimed 
slightly differently, it would have been obvious to a person of ordinary skill in the 
art to claim the invention in slightly different terms as exhibited the conflicting 
claims. 

This is a provisional obviousness-type double patenting rejection because 
the conflicting claims have not in fact been patented. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

3. Claims 1-20 are rejected under 35 U.S.C. § 103(a) as being unpatentable 
over US Patent No. 5,748,875 to Tzori (Tzori) in view of "Debugging with The 
GNU Source-Level Debugger" by Richard M. Stallman and Roland H. Pesch 
(Stallman). 

4. Regarding claim 1, Tzori explicitly teaches a simulated (virtual) processor 
(column 8, lines 15-17) operating in lockstep with a second processor (column 8, 
lines 24-33; column 12, lines 11-19). The. object of Tzori's system is to facilitate 
design and debugging of an integrated circuit (column 1, line 50 - column 2, line 
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4; column 4, lines 14-24). The method used by Tzori's system (Fig. 3; column 
10, line 62 - column 12, line 19) is extremely applicable to the use of breakpoints 
by virtue of the stimulus-response method of execution. Tzori teaches that upon 
receiving data from the actual processor, the simulation process processes 
response data from the digital logic IC (column 12, lines 11-16). At this stage of 
the method, the simulated processor and actual processor have executed the 
same instructions; results from both are known and could be compared. 

5. It would have been obvious to a person of ordinary skill in the art at the 
time of Applicants' invention that Tzori's system and method are readily 
adaptable to include standard, well-known debugging techniques such as the use 
of breakpoints. For example, many types of breakpoints require evaluations of 
logical expressions. To facilitate these types of breakpoints, Tzori teaches 
processing the response data. Processing the response data to evaluate a 
logical expression, such as for a breakpoint, would be obvious to a person of 
ordinary skill in the art. Tzori teaches a system that facilitates debugging but 
leaves the particular details of the debugging open to methods known in the art. 

6. Official notice is taken that the use of breakpoints, implemented by using a 
table of addresses and a flag to indicate the presence of a breakpoint at a given 
address is extremely well known in the art (See Stallman, "Setting breakpoints"). 
It would have been obvious to a person of ordinary skill in the art at the time of 
Applicants' invention to use the breakpoint feature of a well-known debugger, 
such as the GNU Source-Level Debugger, often referred to as GDB, in 
combination with the system taught by Tzori to produce a complete emulation 
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and debugging tool. The combination could be achieved by monitoring the 
results from the simulated and actual processor and setting breakpoints 
accordingly. Motivation to do so would be found in the knowledge of person of 
ordinary skill in the art. 

7. Regarding claim 2, Tzori teaches that a server process transmits control 
data over an interface to the actual processor (column 5, lines 1-13). When 
creating the combination formed in the rejection of claim 1 , it would have been 
obvious to a person of ordinary skill in the art to issue a control statement such 
as a break message using the existing facilities for stimulation-control data. 

8. Regarding claim 3, the well-known details of implementing breakpoints 
would have been obvious to a person of ordinary skill in the art at the time of 
Applicants' invention. Official notice is taken that it is extremely well known to 
search a table of data for a particular data element of interest. 

9. Regarding claim 4, Tzori teaches a host computer that controls the 
simulation system (Fig. 1, reference 24; column 8, lines 9-24). When creating 
the combination formed in the rejection of claim 1 , it would have been obvious to 
a person of ordinary skill in the art to configure the breakpoints using the existing 
digital computer of the simulation system. 
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10. Regarding claim 5, Tzori teaches a two phase cycle comprising a control 
phase and a data transfer phase (column 11, lines 14-20; column 11, line 66 - 
column 12, line 10). 

1 1 . Regarding claim 6, when creating the combination formed in the rejection 
of claim 1, it would have been obvious to a person of ordinary skill in the art to 
issue a control statement such as a break message using the existing facilities 
for stimulation-control data. 

12. Claims 7 and 8 recite a method of establishing a breakpoint in a 
microcontroller that recites substantially the same limitations of claim 1 and is 
rejected for the same reasons given for claim 1 . Methods for setting and issuing 
breakpoints are extremely well-known in the prior art and, as indicated above, the 
claimed method does not distinguish itself from these well-known methods. 

13. Claim 9 recites substantially the same limitations as claim 4 and is 
rejected for the same reasons given for claim 4. 

14. Claim 10 recites substantially the same limitations as claim 3 and is 
rejected for the same reasons given for claim 3. 

15. Claim 11 recites the basic concept of a breakpoint. The combination 
formed in the rejection of claims 1 and 7 would render the concept of a 
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breakpoint obvious to a person of ordinary skill in the art at the time of Applicants 1 
invention. 

16. Claims 12-13 recite substantially the same limitations as claims 5-6 and 
are rejected for the same reasons given for claims 5-6, 

17. Claim 14 recites substantially the same limitations as claim 1 and is 
rejected for the same reasons as claim 1. The steps of determining and 
programming recite the basic concept of a breakpoint and do not distinguish the 
claimed method from the prior art. 

18. Claims 15-16 recite the basic concept of a breakpoint. The combination 
formed in the rejection of claims 1 and 14 would render the concept of a 
breakpoint obvious to a person of ordinary skill in the art at the time of Applicants' 
invention. 

19. Claim 17 recites a limitation found in claim 1 and is rejected for the same 
reasons given for claim 1 . 

20. Claim 18 recites a method of establishing a breakpoint in a microcontroller 
that recites substantially the same limitations of claim 1 and is rejected for the 
same reasons given for claim 1 . Methods for setting and issuing breakpoints are 
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extremely well-known in the prior art and, as indicated above, the claimed 
method does not distinguish itself from these well-known methods. 

21 Claim 19 recites substantially the same limitations as claim 4 and is 
rejected for the same reasons given above for claim 4. 

22. Claim 20 recites substantially the same limitations as claim 5 and is 
rejected for the same reasons given above for claim 5. 

Conclusion 

Art considered pertinent by the examiner but not applied has been cited 
on form PTO-892. 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Jason Proctor whose telephone number is 
(571) 272-3713. The examiner can normally be reached on 8:30 am-4:30 pm M- 
F. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Kevin J Teska can be reached on (571) 272-3716. The 
fax phone number for the organization where this application or proceeding is 
assigned is (571) 273-3713. 

Any inquiry of a general nature or relating to the status of this application 
should be directed to the TC 2100 Group receptionist: 571-272-2100. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 




Jason Proctor 
Examiner 
Art Unit 2123 




